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DETAILED ACTION 
Response to Arguments 

Applicant's arguments filed October 23, 2008 have been fully considered but they 
are not persuasive. Response to the Applicant's arguments can be found within the 
rejection below. 

Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1 and 4 are rejected under 35 U.S.C. 1 01 as not falling within one of the four 
statutory categories of invention. Supreme Court precedent^ and recent Federal Circuit 
decisions^ indicate that a statutory "process" under 35 U.S.C. 101 must (1) be tied to 
another statutory category (such as a particular apparatus), or (2) transform underlying 
subject matter (such as an article or material) to a different state or thing. While the 
Instant clalm(s) recite a series of steps or acts to be performed, the clalm(s) neither 
transform underlying subject matter nor positively tie to another statutory category that 
accomplishes the claimed method steps, and therefore do not qualify as a statutory 
process. 

' Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. 
Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876). 
^ In re Bilski, 88 USPQ2d 1385 (Fed. Cir. 2008). 
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Claim 5 rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. A "master pattern" can be a digital image, which is just data 
and non-statutory. Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl<ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. Claims 1, 4, 5, 8, and 9 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Tanaka et al., US 6,952,492 B2 and further in view of Toshiba et 

al., EP 0643293 A1. 

Regarding claim 1, Tanaka teaches an outer surface-inspecting method for 
inspecting an outer surface of an inspection area (Fig. 11, item "87") having repeated 
patterns through comparison (Fig. 1 1 , items "61" col. 7, lines 30-40) with a 
predetermined master pattern, said method, comprising: dividing said inspection area 
having a rectangular shape into a plurality of matrix-like view areas; classifying a master 
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pattern, according to respective different edge sliapes of said inspection area (Col. 7, 
lines 30-40, The examiner takes into account that the master pattern is the strategic 
locations of the four corners and center, which forms a pattern.) involving four corner 
pattern portions each of which is applied to a respective corner portion of the inspection 
area and has two perpendicular edges defining the respective corner portion and an L- 
shaped outer area surrounding the perpendicular edges (Fig. 11 , col. 7, lines 30-40), 
and a central pattern portion without having an edge portion of the inspection area (Fig. 
1 1 , col. 7, lines 30-40); moving each of the side pattern portions relative to the 
inspection view areas along a peripheral portion of the inspection area having the 
repeated patterns between respective corner pattern portions, so as to be applied to 
respective matching inspection view areas of the peripheral portion; applying the single 
central pattern portion to matching of each of the inspection view areas at a central 
portion for the central portion surrounded by each of the peripheral portions; and 
inspecting the outer surface of the inspection area by comparing the standard pattern 
portions to the view areas corresponding to the classified standard pattern portions (col. 
7, lines 30-40, The examiner clarifies that the pattern made by the four corners and 
center, are moved from one shot to another and thus each new shot is compared with 
the four corners and center pattern.). 

However, Tanaka does not explicitly state using four side pattern portions each 
of which is applied to a respective side of the inspection area and has a straight edge 
portion defining a vertical edge or a horizontal edge and an outer edge portion of the 
straight edge portion , thus giving nine standard pattern portions including the four 
corners and the center patterns. Edge detection is notoriously well known in the art, as 
is shown in EP 0643293 A1, which uses reference patterns as a master pattern to 
compare or match with an inspection pattern for edges and corners (Figs. 9A, 9B, 10A 
and 1 0B). Combining the edge detection capability of EP 0643293 A1 , into Tanaka, 
results in nine standard pattern portions which can be used for alignment or defect 
detection. It would be obvious to one of ordinary skill in the art to modify Tanaka to 
include edge detection, to allow for a more precise matching ability between the master 
pattern and an inspection area. 
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The examiner takes into account tliat tine prior art of record encompasses the 
broadest interpretation of the claim language within this application. In EP 0643293 A1 , 
looking at Figures 9A, 9B, 10A, and 10B it is easily seen that the inspection apparatus 
teaches inspecting the outer edges (Fig. 9B "delta t"), and the outer portion of the 
corners as well. Therefore, it is clear that between Toshiba and Tanaka the apparatus 
checks both the straight edges of the corners and edges and also the outside area 
around the edges and corners. 

Regarding claim 4, Tanaka teaches the outer surface-inspecting method set 
forth in claim 1 , wherein an object to be inspected is a semiconductor chip (Abstract). 

Regarding claim 5, see the rejection made to claim 1 for it address the 
limitations found in claim 5, excluding said matrix-like view areas being obtained by 
dividing said inspection area in horizontal and vertical directions. This can be found in 
Figure 1 1 of Tanaka. Since the inspection area is a rectangle the view is inherently 
divided into horizontal and vertical directions. Also, since the inspection area can be 
used over repetitive patterns, the entire inspection area is divided into horizontal and 
vertical directions. 

Regarding claim 8, Tanaka teaches the master pattern forth in claim 5, wherein 
an object to be inspected is a semiconductor chip (Abstract). 

Regarding claim 9, see the rejection made to claim 1 for it addresses all the 
limitations of the method of this apparatus. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL VANCHY JR whose telephone number is 
(571 )270-1 193. The examiner can normally be reached on Monday - Friday 8:30 am - 
5:00 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Samir Ahmed can be reached on (571) 272-7413. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Michael J. Vanchy Jr. 
Examiner, AU 2624 
(571)270-1193 
Michael.Vanchy@uspto.gov 

/Samir A. Ahmed/ 

Supervisory Patent Examiner, Art Unit 2624 



